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Dear Sir; 

In reply to the Examiner^ s Answer dated February 4, 201 1 , Appeilants now submit 
their Reply Brief 

New Grounds of Rejection 

llie Examiner's Answer did not include ajiy new groimds of rejection. 

Argument 

Appellants' arguments regarding each of the grounds of rejection presented in the 
Final OfBce Action dated August 24, 2010 were included in the Appeal Brief dated 
NoYember 18, 201 0. This Reply Brief incliides additional corrmients regarding the rejection 
of ciairns 25, 26, 29 and 47 under 35 U.S.C, § 102(b) based oit U.S. Patent 5,998;i29 to 
Schutse etal. ('^Schutze *129") and the re|ection of daims 25, 26, 29, 45 and 47 under 35 
LIS,C. §l03(a) based on Sehutze '129 and U.S- Patent Application Pub. No. 2004/0252291 to 
Schulze et ai, ("Schutze ^29 P), 
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Rejection of eiaims 25, 26, 29 and 47 uisder 35 U.S.C. § 102(b) based oa 
Schutee '129 

Appellants respectfully mai^^ that this rejection should be withdrawn. 
The Cited Reference 

Schutze ' 1 29 describes a process for micro-injection^ sorting and harvesting of singie 
biological objects. The microscope slide, on which the biological object is positione^^ is 
moved either by hand, or automatically according to a predetermiHed pattern in an essentially 
circular or spiral shape around th.e chosen object 

A microscope image that is viewed by a video camera is 
displayed on the compmer monitor, which is not shown in the 
figures. A marker on the monitor show^s the position of the 
focus of ihe laser beam. The micrascope slide is moved eiiher 
by hand (controlled by a monse or joystick), Grtraveiis 
automatically under the control of a computer program In 
accordance with a predetermined pattern in essentially circular 
or a spiral shape aroimd the chosen object 10, The marker on 
the iriGnitoT can be regarded as a pointer with which die outline 
of the desired biological object is drawn. 

See Schutze ' 129, column 7, lines 9-14, A laser beam dra\vs a fine line of approKimates 500 
nm; width around the desired object and separates it from its surroundings. See Schutze ' 129, 
column 1\ lines !5-20, 

Npvelty qfClmms 25, 2(i 29 and 47 with respect to Schutze '129 

Independent claim 25 of the present apptication recites ^^autornatically calculating a 
contour of the at least one obfect: [and] automatically defining, based on the calculated 
contour, a nominal cutting line around the at least one object to be cut out/' It is respectfully 
submitted that Schutze '129 fails to disclose these featui^es. Nowhere does Schutze '129 stale 
that the contour of an object is calculated or that a cutting line is defined based on a 
calculated contour. Nor is there any indication from Schutze ' 129, when considered as a 
whole, that the methods described therein would in elude these features. In contrast, Schutze 
states that the slide on which the biological object is positioned is moved either by hand or 
automatically under the control of a computer program in a predetermined pattern of a 
circular or spiral shape around the object. IhuSj tlie automatic movement controlled by the 
computer of Schutze '129 is in accordance with a regular predetermined shape, such as a 
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circle or spiral* and is xiot defined hasQd on a contour of an object of a specimen, as required 
by claim 25. 

The Examiner contends that, because the computer prograi'n controls the slide to 
move in a predetemuned pattera, '*the computer program does all the calctiiating of the 
contdiar of the object so that the microscope slide travels automaticaliy/' See Examiner's 
Answer, page 16, lines 9-12, However, contrary to this assertion, it is respecttully submitted 
that the automatiG moveirient of the microscope slide does not necessitate that the contour of 
the object be calculated, as ayeged by the Examiner. Instead, using the predetermined 
pattern, the cutting line in Schritze ' 12.9 is formed around the object without the contour being 
calculated, or the cutting line being defined based on a calculated contour. For example, as 
shown in Fig. 3 of Schutze ' 129, the cutting is performed in a simple circle around the ob)ect 
and at a distance therefrom, without the cutting hne being defined in accordance with any of 
the intricacies of the biological object being cut out. Therefore, there would be no need for 
the method described in Schutze ' 129 to include calculating the contour of the object, as 
required by claim 25, since the cutting line does not appear to be at ail based on thai contoi»\ 

With respect to the statement in Schutze ' 129 that ''[t]he marker on the monitor can be 
regarded as a pointer with which the outline of the desired biologicai object is drawn/' it is 
respeetfiilly submitted that, when read in the context of Schutze ' 129 as a whole, a person of 
ordinary skill in the art would not consider the stated ''outline'' to be the defined contour of 
the object, but instead to simply be a line surrounding the object without regard to the 
contour. Notwithstanding this distinction, Schutze ' 1 29 slates that this outline is ''drawn'' 
using the marker on the monitor as a pointer. Thus, it is clear that the outline described in 
this sentence is a user-formed outline made with the aid of the monitor and a pointer, and is 
not formed by a computer calculation or any calculatioii, as required by claim 25. Again, as 
set forth above, Sehutze ' 129 merely states that the computer moves the object slide in a 
predetermined path having a circular or spiral shape. Indeed, the Examiner aGknowledges that 
Schutze ' 1 29 does not disclose automatieaily caleulating a contour of at least, one object. See 
Bxaminer*s Answer, page 6, lines 1-2, and page 17, lines 13-14. 

Moreover, it is respectflilly submitted that Schutz;e '129 does not in any event provide 
an enabling disclosure far caieulating a contour of the biological object described therein, it 
is respectfiiliy submitted that a person of ordinary skill in the art at the time of invention 
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would not have been enabled, based on the description in Schutze ' 129 to calculate the 
contour of the obj ect, as fe<juired by claim 25. 

Because Schutze * 129 does not disclose the above recited features of claitn 25, it 
cai-mot anticipate claim 25, or its dependent claims 26, 29 and 47. Appellants respectfully 
submit that the rsy ection of claims 25, 26j 29 and 47 under 35 ILS>C* § 102 based on Schutze 
^ 1 29 should be withdrawn. 

Rejection of claims 25, 26, 29^ 45 and 47 mider 35 U.SXL § lOS (a) based oii 
Schuto ^129 a^sd Schutze ^291 

It is respectflilly maintained that this rejection should be withdrawn. 

The died Reference 

A description of Schutze ''129 is provided above with respect to the rejection under 35 
U,S.C, § 102. 

Schutze '291 describes a system including an automatic surface area calculation 
ftmction which is used to calculate a surface area enclosed by a manually drawn cutting line 
after the freehand drawing of a cutting line around the desired object. See Schutze '291 
paragraphs [0015] and [0042]. 

hvn-obvfmismss qf Ctairm 2S, 26^ 29, 45 and 47 with respect to Schutze '129 and 
Schutze '291 

Independent claim 25 of the present application recites '•auiornaticaliy calculating a 
contour of the at least one object: [and] automatically defming, based on the Galcula;ted 
contour, a nominal cutting line around the at least one object to be cut out." It is respectfully 
submitted that these features would not have been obvious iri view of aiiy combination of 
Schutze ' 1 29 and Schutze "291 . As set forth above, Schutze ' 129 does not disclose these 
features. Nor does Schutze * 129 suggest these features. With respect to Schutze *291, that 
reference does not cure the deficiencies of Schutze "1 29 and fails to teach ot suggest 
automatical ly calculating a contour of at least one object and defining a cutting line based on 
the calculated contouiv a? required by claim 25- In contrast, Schutze *291 merely describes a 
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caio-ilation function for calculating a surface area enclosed within a pre-defined cutting line. 
See Schutze ^291, paragraphs [0015] and [0042]. 

Tte Examiner states that Schutze ' 1 29 discloses the features of capturing and 
processing ^in image to asceitain an object to be cut out, "automatically defining, based on the 
calculated contour, a nominal cutting line around the at least one object to be cut out/' and 
cutting out the obiect See Examiner' s Answer, page 17, lines 6-13 . However, at the same 
time the Examiner admits that Schutze '129 fails to disclose automatically calculating a 
contour of the object. See Examiner's Ansx^^er, page 17, lines 13 -14. It is respectfully 
submitted that if Schutze '129 tails to disclose calculating the contour of the object, as the 
Examiner acknowledges, it must necessarily also fail to disclose defining a cutting line based 
on a calculated contour. It is not possible far the cutting line to be defined, based on the 
calc ulated contour^ as required fay claim 2 5, if no contour has been calculated, 

Schutze '29 1 fails to eui:-e the deficiencies of Schutze ' 1 29 with respect to claim 25, 
and also does not disclose deitining a cutting line based on a calculated contour. Schutze '291 
merely describes caiculating a surface area enclosed within a cutting line. However, claim 25 
requires that a contour be calculated which is used as the basis for defining a cutting line 
around an object. It is not clear ho w the caicuiation of a surface area could be combined with 
the steps of Schutze ''129 to be used in any way for defining a cutting line around an ob|ect, 
as required by claim 25, Further, the surface area that is calculated in Schutze '291 is bound 
by a cutting line, that has previously been manually drawn. See Schutze '291 , at paragraph 
[0042]. Accordingly, the calculation described in Schutze '291 requires that the cutting line 
already exist and could not be performed before the cutting line is defined. Thus, it is not 
possible for the emitting line to be defined based on the caicuiation described in Schutze '291^ 
since tlie ealcuiated surface ajrea cannot exist without the cuttiiig line already b<?ing deflued. 

For the foregoing reasons it is respectfully submitted thai a combination of 
Schutze '129 and Schutze '291 could not provide "''automatically defining, based on the 
calculated contour, a nominal cutting line around the at least one object to be cut out," as 
required by claim 25. Therefore, any combination of Schutze ' 1 29 and Schutze '291, to the 
extent proper, could not render claim 25 or its dependent claims 26, 29, 45 and 47 obvious. 
Appellants respecttiilly submit that the rejection of claims 25, 26, 29, 45 and 47 under 3S 
U.S.C. § 103 (a) based on Schutze '129 and Schutze '291 should be withdrawn. 
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CONCLUSION 



For the foregoiiig reasonSs and those presented in Appellants' Appeal Brief dated 

Novemfeer 18, 2010, the rejeGtions of claims 25-50 sliGuld be reversed. Appellants 
respectfully request that the appHcation be remanded to the Primaiy Examiner with 
instructions to withdraw the rejections under 35 U,S«C. §§ 1 02 and 103, and pass the case to 
allowanee. 



The Commissioner is hereby aiithori^ied to charge any unpaid fees deemed required in 
connection with this subinission, hicluding any additlotial filing: or application processing 
lees required under 37 C.F.R. §1/16 ox 1 . 17, or to credit any overpaymerit, to Deposit 
Account No. 12-12:16. 



Respectfoily submitted. 



Erik R. Swanson, Reg. No, 40^833 
LEYDIG, VOrr & MAYER/LTD. 
Two Prudential Plaza 
180 North Stetson Ave., Suite 4900 
Chicago, niinois 606Q1-6731 
(312) 616^5600 (telephone) 
(312) 616-^5700 (facsimile) 

Date: ApriM, 20|I 
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